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DETAILED ACTION 
Claim Rejections - 35 USC § 101 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005 ). Annex IV, 
reads as follows: 

Descriptive material can be characterized as either "functional descriptive material" or "nonfunctional 
descriptive material." In this context, "functional descriptive material" consists of data structures and 
computer programs which impart functionality when employed as a computer component. (The 
definition of "data structure" Is "a physical or logical relationship among data elements, designed to 
support specific data manipulation functions." The New IEEE Standard Dictionary of Electrical and 
Electronics Terms 308 (5th ed. 1993).) "Nonfunctional descriptive material" includes but is not limited 
to music, literary works and a compilation or mere arrangement of data. 

When functional descriptive material Is recorded on some computer-readable medium It becomes 
structurally and functionally interrelated to the medium and will be statutory In most cases since use of 
technology permits the function of the descriptive material to be realized. Compare In re Lowry, 32 
F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. Cir. 1994) (claim to data structure stored on a 
computer readable medium that increases computer efficiency held statutory) and Warmerdam, 33 
F.3d at 1360-61, 31 USPQ2d at 1759 (claim to computer having a specific data structure stored in 
memory held statutory product-by-process claim) with Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 
1760 (claim to a data structure per se held nonstatutory). 

In contrast, a claimed computer-readable medium encoded with a computer program Is a computer 
element which defines structural and functional interrelationships between the computer program and 
the rest of the computer which permit the computer program's functionality to be realized, and Is thus 
statutory. See Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 1035. 



Claim 11 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. Claim 1 1 defines "An image 
processing program executed by a computer...", and comprising functional descriptive 
material. However, the claim does not define a computer-readable medium or 
computer-readable memory and is thus non-statutory for that reason (i.e., "When 
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functional descriptive material is recorded on some computer-readable medium it 
becomes structurally and functionally interrelated to the medium and will be statutory in 
most cases since use of technology permits the function of the descriptive material to be 
realized" - Guidelines Annex IV). The scope of the presently claimed invention 
encompasses products that are not necessarily computer readable, and thus NOT able 
to impart any functionality of the recited program. The examiner suggests amending the 
claim(s) to embody the program on a "computer-readable medium" or equivalent; 
assuming the specification does NOT define the computer readable medium as a 
"signal", "carrier wave", or "transmission medium" which are deemed non-statutory 
(refer to "note" below). Any amendment to the claim should be commensurate with its 
corresponding disclosure. 

Suggestion: The examiner suggests rephrasing claim 11 as follows: 
" An i mago DroccGo i na program oxocutod bv a computer A computer readable storage 
device w h i ch contro l s an i maoo process i ng apparatus , comprising instructions operable 
to control image processing apparatus having:..." 

Claim Rejections - 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 3, 6, 11, and 12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yamaguchi et al. (US 2002/0149621 A1). 

In regard to Claim 1, Yamaguchi et al. describe an operation means rotatable 
around a rotation axis and having a rotation body which can be pressed in a direction 
substantially in parallel with the rotation axis ([0089]). There is also a rotation detection 
means for detecting rotation of said rotation body depicted, where "means for" language 
is noted, and taken from page 1 1 , lines 5 - 15 of the applicant's specification to mean 
conductive materials used to detect a change in the electrical state detects the rotation 
of the rotation body. Yamaguchi et al. use conductive materials [0112] - [0113] and 
detect pulse-like output voltage signals corresponding to the rotation of the dial [0114]. 
A press detection means for detecting a press of said rotation body again uses "means 
for" language, and is taken from page 13, lines 1 - 20 to indicate pressing on the 
rotation input section presses a protrusion which in turn depresses buttons, which 
detect the pressing operation. A press detection operation that is detected as a system 
input, which includes a protrusion which presses down onto a contact, is indicated in 
Paragraphs [0090], [0109], and [0139]. A display control means for controlling display of 
an image, and characterized in that said display control means (the jog dial) rotates 
(Paragraph [0164]), and displays said image in accordance with the rotation of said 
rotation body (enlarges or compresses the image in accordance with the rotation of the 
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rotation bocly(Paragraph [0164])) detected by said rotation detection means and 
switches and displays the said image in accordance with a result of detection by said 
press detection means is also disclosed. The "means for" language here is taken to 
indicate page 15, lines 1-10 and page 16, lines 1 - 5 of the specification, where the 
dial rotation and button pressing can change the display of an image. Yamaguchi et al. 
disclose their invention is an image processing device and method that carries out 
processing based on user input operations such as pressing and rotation (Paragraph 
[0002]), and the disclosure reiterates a user can operate on an image using these 
rotation and press commands in (Paragraph [0164]). The display of an image of a menu 
can be switched in accordance with a result of the detection by said press detection 
means. ("If [select/back] is pressed on the jog dial, the information processing device is 
caused to execute the selected menu item. If [select/back] is pressed longer by using 
the jog dial, the status shifts back to the list view status L." (Paragraph [0077]) 

In regard to Claim 3, Yamaguchi et al. disclose a press detection operation that is 
detected as a system input, which includes a protrusion which presses down onto a 
contact, is indicated in Paragraphs [0090], [0109], and [0139]. Yamaguchi et al. disclose 
their invention is an image processing device and method that carries out processing 
based on user input operations such as pressing and rotation (Paragraph [0002]), The 
pressing operation in particular is used to choose an accessory from a menu (such as 
paint, which is a form of image processing). (Paragraph [0159]) 
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In regard to Claim 6, Yamaguchi et al. describe the image processing apparatus 
further having a timer means for measuring a time period for which said rotation axis is 
pressed ([0147]), and characterized in that said display control means switches said 
processing on the basis of the time period for which said rotation axis is pressed 
measured by said timer means when said press detection means detects the press of 
said rotation axis. ("If [select/back] is pressed on the jog dial, the information processing 
device is caused to execute the selected menu item. If [select/back] is pressed longer 
by using the jog dial, the status shifts back to the list view status L." Paragraph [0077]; 
press status can make the processing take different paths [0149-0150], it has been 
previously explained pressing the jog dial affects the image processing function chosen) 

In regard to Claim 1 1 , Yamaguchi et al. describe an operation means rotatable 
around a rotation axis and having a rotation body which can be pressed in a direction 
substantially in parallel with the rotation axis ([0089]). Yamaguchi et al. also describe a 
rotation detection means for detecting rotation of said rotation body depicted, where 
"means for" language is noted, and taken from page 11, lines 5 - 15 of the applicant's 
specification to mean conductive materials used to detect a change in the electrical 
state detects the rotation of the rotation body. Yamaguchi et al. use conductive 
materials [01 12] - [01 13] and detect pulse-like output voltage signals corresponding to 
the rotation of the dial [01 14]. A press detection means for detecting a press of said 
rotation body again uses "means for" language, and is taken from page 13, lines 1 - 20 
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to indicate pressing on the rotation input section presses a protrusion which in turn 
depresses buttons, which detect the pressing operation. A press detection operation 
that is detected as a system input, which includes a protrusion which presses down onto 
a contact, is indicated in Paragraphs [0090], [0109], and [0139]. 

In regard to Claim 12, Yamaguchi et al. describe a display control means for 
controlling display of an image, characterized in that said display control means rotates 
and displays said image in accordance with the rotation of said rotation body detected 
by said rotation detection means and switches and displays the said image in 
accordance with a result of detection by said press detection means is also disclosed. 
The "means for" language here is taken to indicate page 15, lines 1-10 and page 16, 
lines 1 - 5 of the specification, where the dial rotation and button pressing can change 
the display of an image. Yamaguchi et al. disclose their invention is an image 
processing device and method that carries out processing based on user input 
operations such as pressing and rotation (Paragraph [0002]), and the disclosure 
reiterates a user can operate on an image using these rotation and press commands in 
Paragraph [01 64]. The display of an image of a menu can be switched in accordance 
with a result of the detection by said press detection means. ("If [select/back] is pressed 
on the jog dial, the information processing device is caused to execute the selected 
menu item. If [select/back] is pressed longer by using the jog dial, the status shifts back 
to the list view status L." Paragraph [0077]) 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 2 rejected under 35 U.S.C. 103(a) as being unpatentable over Yamaguchi 
et al. (US 2002/0149621 A1) as applied to Claim 1 above, further in view of Tatsuya et 
al. (JP 2001-1 841 58A). 

The press detection means described by Yamaguchi et al. is not capable of 
detecting the press at a plurality of points of said rotation body, and said display control 
means moves and displays said image corresponding to a position where said press 
detection means detects the press. 

The press detection means described by Tatsuya et al. allows for multiple 
buttons at multiple positions in the rotating dial to be tracked (Drawing 24, 11 (a) - 1 1 
(d), and Paragraph [0090]), and the operations of the user on the dial are displayed as a 
cursor on the display screen (Paragraph [0028]) 
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Tatsuya et al. and Yamaguchi et al. are in a similar field of endeavor of 
information processing devices with user friendly dial-based input methods. It would 
have been obvious at the time of the invention to one skilled in the art to combine the 
use of press detection at multiple points in a dial as described in Application JP 2001- 

1 841 58A with the dial with one press detector as described by Yamaguchi et al., 
because the addition of more buttons allows for a greater number of image processing 
operations. 

5. Claims 4 - 5, and 7 - 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamaguchi et al. (US 2002/0149621 Al ) further in view of Mugura et 
al. (US 2002/0054106 Al). 

In regard to Claims 4 and 5, Yamaguchi et al. describe using a jog dial to select 
an application from a list of jog-dial compatible application software. (Paragraph [0163]) 
In one application described, the rotating member when rotated in one direction 
enlarges the image, and when rotated in the opposite direction, contracts the image. 
(Paragraph [0164]) This allows the predetermined application program having the image 
display function compatible with the jog dial to display the image on the display screen 
and scale the image using the jog dial. (Paragraph [164]) 
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Yamaguchi et al. do not describe rotating and displaying said image in 
accordance with the rotation of said rotation body detected by said rotation detection 
means in a case where a mode of said image processing apparatus is the rotation 
mode. 

IVIugura et al. show a selectable graphic image on a display screen, a cursor that 
allows the graphic image to be positioned, and rotation of the jog dial results in the 
corresponding rotation of the graphic image on the display screen. (Paragraph [0034]) 

Yamaguchi et al. and Mugura et al. are in the similar fields of performing graphic 
image manipulation on a device using a jog dial, and both teach cell phone 
embodiments (Fig 38 in Yamaguchi et al. and Figures 7 - 9 in Mugura et al.) It would 
have been obvious to add the image rotation function using a jog dial as In Mugura et al. 
with the Image processing suite of operations performed by the jog dial as In Yamaguchi 
et al., as image rotation is frequently needed in image processing. 

In regard to Claim 7, Yamaguchi et al. do not describe switching a mode of said 
Image processing apparatus from said rotation mode to said resize mode In a case 
where the time period for which said rotation axis is pressed measured by said timer 
means is longer than said predetermined time period. 
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Yamaguchi et al. are able to detect how long the dial is pressed and change the 
system operation based on the duration of time the dial is pressed (determines actions 
based on if the press is greater or less than a predetermined time). ([0077], [0147]). A 
press on the jog button can select between different jog-dial enabled software functions. 
[0163] 

It would have been obvious at the time of the invention to one skilled in the art to 
combine the variation in press times on the jog dial, as described by Yamaguchi et al., 
with changing between image analysis programs, as this function is already used to 
change between different menus in the current embodiment, and the addition of the 
image rotation function from the invention described by Mugura et al. would require a 
user-friendly a method to access this feature. 

In regard to Clam 8, Yamaguchi et al. do not describe a display control means 
that controls displaying of a planar image as said image and displays said planar image 
after rotating in a counterclockwise direction or a clockwise direction around a center of 
the image in accordance with the rotation of said rotation body detected by said rotation 
detection means. 



Mugura et al. describes a system in which the selectable graphic image is 
positionable substantially in the center of the display screen. [0037] Rotation of the jog 
dial results in the corresponding rotation of the graphic images in the display screen. 
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[0034] Based on the image of the jog dial 28, and the arrows corresponding to the 
directions the dial can rotate, the Examiner believes based on these arrows shown for 
jog dial 28 in Figures 1 - 3 that the jog dial turns clockwise and counterclockwise. As the 
jog dial rotates clockwise and counterclockwise, and the rotation of the jog dial results in 
the corresponding rotation of the graphic images in the display screen, this means the 
image will be rotated in a clockwise and counterclockwise manner. 

It would have been obvious to combine this oriented rotation as described by 

Magura et al. with the Image processing operations described by YamaguchI et al., as 
this is a user friendly method of rotating an image, and the device already has the jog- 
dial function required for this process. 

In regard to Claim 9, YamaguchI et al. do not describe a display control means 
controls displaying of a three-dimensional image in a virtual space as said Image and 
displays said three-dimensional image after rotating in a horizontal plane in said virtual 
space setting a current position in said virtual space as reference in accordance with the 
rotation of said rotation body detected by said rotation detection means. 

Mugura et al. describe control means controls displaying of a three-dimensional 
image in a virtual space as said image and displays said three-dimensional image after 
rotating in a horizontal plane in said virtual space setting a current position in said virtual 
space as reference in accordance with the rotation of said rotation body detected by 
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said rotation detection means. ("Menu 22 is scrollable, appears to occupy three- 
dimensional space, and appears to be a rotatable wheel including a rounded wheellike 
surface in a wheel metaphor." [0034] 

It would have been obvious to one skilled in the art at the time of the invention to 
add a three-dimensional representation of the image, as described by Mugura et a!., to 
the device described by Yamaguchi et al, as a three-dimensional representation is often 
more physically intuitive. 

6. Claim 10 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi et al. (US 2002/0149621 Al) and Mugura et al. (US 2002/0054106 Al) as 
applied to claim 9 above, and further in view of Tatsuya et al. (JP 2001-1 841 58A). 

Yamaguchi et al. disclose an invention that scales an image up and down 
according to rotation of the jog dial. [0164] Yamaguchi et al. also disclose a means for 
press detection. ([0077], [0147]) 

Yamaguchi et al. do not describe press detection means is capable of detecting 
the press at a plurality of points of said rotation body, and said display control means is 
scales up/down and displays said three-dimensional image corresponding to a position 
where said press detection means detects the press. 
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The press detection means described in Tatsuya et al. allow for multiple buttons 
at multiple positions in the rotating dial to be tracked (Drawing 24, 11 (a) - 1 1 (d), and 
Paragraph [0090]), and the operations of the user on the dial are displayed as a cursor 
on the display screen (Paragraph [0028]) 

Tatsuya et al. and Yamaguchi et al. are in a similar field of endeavor of 
information processing devices with user friendly dial-based input methods. It would 
have been obvious at the time of the invention to one skilled in the art to combine the 
use of press detection at multiple points in a dial as described in Tatsuya et al. with the 
dial with one press detector as described by Yamaguchi et al., because the addition of 
more buttons allows for a greater number of operations. 

Mugura et al. describe control means controls displaying of a three-dimensional 
image in a virtual space as said image and displays said three-dimensional image after 
rotating In a horizontal plane in said virtual space setting a current position in said virtual 
space as reference in accordance with the rotation of said rotation body detected by 
said rotation detection means. ("Menu 22 is scrollable, appears to occupy three- 
dimensional space, and appears to be a rotatable wheel including a rounded wheellike 
surface in a wheel metaphor." [0034] 

It would have been obvious to one skilled in the art at the time of the invention to 
add a three-dimensional representation of the image, as described by Mugura et al., to 
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the device described by Yamaguchi et al, as a three-dimensional representation is often 
more physically intuitive. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHELLE ENTEZARI whose telephone number is 
(571)270-5084. The examiner can normally be reached on M-Th, 7:30am-5pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jingge Wu can be reached on (571)272-7429. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Michelle Entezari/ 
Examiner, Art Unit 2624 

/Jingge Wu/ 

Supervisory Patent Examiner, Art Unit 2624 



